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DETAILED ACTION 

This application is the national stage entry of PCT/JP05/05741 , filed 28 Mar 
2005; and claims benefit of foreign priority document JAPAN 2004-097047, filed 29 Mar 
2004; currently an English language translation of this foreign priority document has not 
been filed. 

Claims 1-34 are pending in the current application. Claims 1-1 1 and 23-33, 
drawn to non-elected inventions, are withdrawn. Claim 19, drawn to non-elected 
species, is withdrawn. Claims 12-18 and 20-22 are examined on the merits herein. 

Election/Restrictions 

Applicant's election without traverse of the invention of Group II, claims 12-22, in 
the reply filed on 01 Feb 2008 is acknowledged. 

The requirement is still deemed proper and is therefore made FINAL. 

Claims 1-1 1 and 23-33 withdrawn from further consideration pursuant to 37 CFR 
1 .142(b) as being drawn to a nonelected inventions, there being no allowable generic or 
linking claim. Election was made without traverse in the reply filed on 01 Feb 2008. 

Applicant's election of species of formula (II) in element (b) from I the list of 
compounds in claims 7, 18 or 34. Applicants further elect hydrogen from species R\ 
sulfate group from species R^, optionally substituted carboxyl group from species R^, 
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hydrogen from species R'*, 0 from species group n or m in tine reply filed on 01 Feb 
2008 is acknowledged. 

Claim 19, drawn the species wherein the hydroxy group at position 6 of at least 
one of the glucosamine residue(s) is sulfated, does not read upon the species wherein 
is hydrogen. Therefore claim 19 is withdrawn. 

Claim Objections 

Claim 13 is objected to under 37 CFR 1 .75(c), as being of improper dependent 
form for failing to further limit the subject matter of a previous claim. Applicant is 
required to cancel the claim(s), or amend the claim(s) to place the claim(s) in proper 
dependent form, or rewrite the claim(s) in independent form. Claim 13 recites a "method 
of promoting HGF production according to claim 12, wherein the hydroxy group at 
position 2 of at least one of the uronic acid residue(s) and/or the hydroxy group at 
positions 3 and/or 6 of at least one of the glucosamine residue(s) may be sulfated," 
emphasis added. Claim 13 does not require at least one of the groups to be sulfated. 
Therefore claim 13 does not further limit the subject matter of claim 12. 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 
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Claim 34 is rejected under 35 U.S.C. 112, first paragrapli, as failing to comply 
with the written description requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one 
skilled in the relevant art that the inventor(s), at the time the application was filed, had 
possession of the claimed invention. Claim 34 includes the limitation "... wherein R\ 
and R'* represent hydrogen, R2 represents sulfate group..." Claims 7 and 18 recite the 
limitation, "... R^ and R"* are different from each other and represent hydrogen or 
optionally substituted carboxyl group..." There is insufficient written description in the 
application as filed to support the limitation wherein R^ and R"* are the same, both 
hydrogen. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the Invention was patented or described In a printed publication In this or a foreign country or In public 
use or on sale In this country, more than one year prior to the date of application for patent In the United 

States. 

Claims 12-18 and 20-22 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Cahalon et al. (US Patent Application Publication 2003/0130230, 
published 10 Jul 2003, cited in PTO-892) as evidenced by Seidel et al. (British Journal 
of Haematology, 1999, 105, p641-647, cited in PTO-892). 

Cahalon et al. discloses a method for treating symptoms associated with the 
development and metastasis of malignancies comprising administering a heparin- 
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derived saccliaride compound (page 7, paragraplis 58, 59 and 52). Cahalon et al. 
discloses the administration of tine compound to a mammal, a mouse (page 11, 
paragraph 77). Cahalon et al. discloses the use of compound DS 1 145 



compound, meeting the limitations of instant claims 12-15, 18, 20, 21 and 34. Cahalon 
et al. discloses the compound isolated from low molecular weight heparin or produced 
by the action of heparinase on natural sources of heparin, or high molecular weight 
heparin (page 3, paragraph 24), meeting the limitation of instant claim 16. Cahalon et 
al. envisions compounds having antimetastatic and anti-inflammatory activity having 
negligible anticoagulant activity (page 2, paragraph 16), meeting the limitation of instant 
claim 22. Cahalon et al. discloses the heparin-derived saccharide compound exhibits a 
regulator effect that includes both up regulation and down regulation of cytokine activity 
and may elicit the secretion of active cytokine (page 6, paragraphs 31 and 32). As 
evidenced by Seidel et al., it is known that soluble heparin molecules induce an 
increase in the cytokine hepatocyte growth factor (HGF) (page 641, left column, line 1 
and right column, lines 4-8). Therefore, it is apparent from what is disclosed that one 
practicing the method disclosed by Cahalon et al. would inherently be practicing the 
instantly claimed method of promoting HGF production. 

Claim 17 recites a method of using a product drawn to a product-by-process. 
"[E]ven though product-by-process claims are limited by and defined by the process. 




(page 16, table entry DS 1 145), the elected specie of 
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determination of patentability is based on tine product itself. The patentability of a 
product does not depend on its method of production. If the product in the product-by- 
process claim is the same as or obvious from a product of the prior art, the claim is 
unpatentable even though the prior product was made by a different process." In re 
Thorpe, 777 F.2d 695, 698, 227 USPQ 964, 966 (Fed. Cir. 1985) (citations omitted) 
(Claim was directed to a novolac color developer. The process of making the developer 
was allowed. The difference between the inventive process and the prior art was the 
addition of metal oxide and carboxylic acid as separate ingredients instead of adding 
the more expensive pre-reacted metal carboxylate. The product-by-process claim was 
rejected because the end product, in both the prior art and the allowed process, ends up 
containing metal carboxylate. The fact that the metal carboxylate is not directly added, 
but Is Instead produced in-situ does not change the end product.). See MPEP 2113. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jonathan S. Lau whose telephone number is 571-270- 
3531 . The examiner can normally be reached on Monday - Thursday, 9 am - 4 pm 
EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Shaojia Anna Jiang can be reached on 571-272-0627. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding tine status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated Information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Jonathan Lau 
Patent Examiner 
Art Unit 1623 

/Shaojia Anna Jiang, Ph.D./ 

Supervisory Patent Examiner, Art Unit 1623 



